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Patent Examination

e Patent Examiner reviews contents
of the application for compliance
with all U.S. legal requirements.

« Burden is on the examiner: An
applicant is entitled to a patent
unless...
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Patent Examination

... The laws of the U.S. prevent a
patent from being issued. The
patent laws are set forth in title
35 of the United States Code.

—This 1s abbreviated 35 USC
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Major Statutory Areas of

Patentablility Consideration

35 U.S.C. § 101: Utility

35 U.S.C. § 112, first paragraph:
Enablement and written description

35 U.S.C. §112, second paragraph:
Definiteness

35 U.S.C. § 102: Anticipation
35 U.S.C. § 103: Obviousness
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35 USC § 101

Whoever invents or discovers any new
and useful process, machine,
manufacture, or composition of matter,
or any new and useful improvement
thereof, may obtain a patent therefore,
subject to the conditions and
requirements of this title.



Utility Guidelines

o Specific utility

— Specific to the claimed invention
e Substantial utility

— Utility that has real-world value
 Credible utility

— Is specific utility credible?
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Utility Guidelines

o Well established utility

— A specific utility which is well known

o |f asserted in the specification or

Immediately apparent to the artisan, and Is
credible, then it would be acceptable.
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35 USC § 112 — Enablement

The specification shall...enable any
person skilled in the art to which it
[the Invention] pertains, or with which

It IS most nearly connected, to make
and use the same...
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35 USC § 112, First Paragraph

Written Description

The specification shall contain a
written description of the invention,
and the manner and process of
making and using it, in such full,
clear, concise and exact terms as to
enable...
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Written Description

Reqguirement Objectives

Inventorship - To clearly convey that an applicant
has invented the subject matter which is claimed.

Possession - To put the public in possession of
what the applicant claims as the invention.

New Matter - To prevent applicant from claiming
subject matter not fully described in the
specification.
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General Principles

Basic inquiry: Can one skilled in the art
reasonably conclude that the inventor had
possession (constructive or actual) of the
claimed invention at the time the application

was filed?

Written description requirement is a separate
and distinct from the enablement
requirement.
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Effect of Prior Art

A prior disclosure of the claimed
Invention Is said to anticipate
the invention and may preclude
patentability.

3/29/2007 12



35 USC 102 and 103

« 35 USC 8101 and 112 addressed
patentabllity considerations related to the
disclosure- whether the disclosed
Invention was useful, and in a way that
one of ordinary skill in the art could make
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and
35

use the invention.
JSC 102 and 103 relate to what

ear
the

ler events (e.qg., prior art) preclude
Issuance of a patent.
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Types of Prior Art in the U.S.

Publications and Patents published before the
filing date

— |If the patent or publication is to another and
published within a year of the filing date in the
U.S., then the applicant can overcome the
reference by establishing an earlier date of
Invention.

U.S. Patent Application Publications and Patents
with filing dates before the filing date in the U.S.

Prior sales or public use in the United States

Does NOT include oral disclosures outside the U.S.
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A person shall be entitled to a patent unless -

(a) the invention was known or used by
others In this country, or patented or
described in a printed publication in this or
a foreign country, before the invention
thereof by the applicant for patent, or

—NOTES: the applicable date is the date of
Invention - The U.S. Is a “first-to-invent”
system. Relative vs. Absolute Novelty

— continued —
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4 '\ Statutory Basis:

«>) 35U.S.C. § 102 (a)
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Under U.S. law, applicants can ante-date
certain prior art references by filing an
affidavit showing invention of the claimed
subject matter before the effective date of the

reference.

The affidavit must be timely presented and
set forth factual evidence of earlier invention.
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(b) the Invention was patented or described in a

printed publication in this or a foreign country or
In public use or on sale In this country, more
than one year prior to the date of the application

for patent in the United States, or

Note: basis for 1 year grace period in U.S.

— continued —
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& Statutory Basis:

<) 35 U.S.C. § 102 (c

3/29/2007

A person is entitled to a patent unless —
— (c) he has abandoned the invention

In practice, an invention is virtually never
“abandoned” under this section.

If an applicant fails to file the patent application within
one year of publication, he is said to have
“abandoned” his invention; he is really barred by
102(b) for failure to file within the one year grace
period.

Encourages prompt filing and disclosure of new
technology.
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* A person shall be entitled to a patent unless —

— (d) the invention was first patented ... in a
foreign country prior to the date of the
application for patent in this country on an
application for patent or inventor’s
certificate filed more than twelve months

before the filing of the application in the
United States
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(e) the invention was described in — (1) an
application for patent, published under section
122(b), by another filed in the United States
before the invention by the applicant for patent
or (2) a patent granted on an application for
patent by another filed in the United States
before the invention by the applicant for patent

Note: this is so-called “secret prior art”.

- also includes PCT applications designating the
U.S. and published in English
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* A person shall be entitled to a patent unless —

— (f) he did not himself invent the subject
matter sought to be patented

e This Is meant to deal with derivation, where
the applicant has derived the invention from
someone else
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Statutory Basis:

=)/35U.S.C. 8102 (c

3/29/2007

(g) during the course of an interference conducted
under section 135 or 291, another inventor involved
therein establishes...that before such person’s
Invention thereof the invention was made by such
other inventor and not abandoned, suppressed or
concealed.

In determining priority of invention...there shall be
considered not only the respective dates of
conception and reduction to practice of the invention,
but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time
prior to conception by the other.
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e Basis for U.S. first-to-invent system

e Pertains to priority contests — two inventors
claiming the same subject matter — who gets
the patent?

« 3 factors:
— Conception
— Reduction to practice
— diligence
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Obviousnhess:

Non-Obvious Subject Matter

— A patent may not be obtained though the invention
IS not identically disclosed or described as set
forth in section 102 of this title, If the differences
between the subject matter sought to be patented
and the prior art are such that the subject matter
as a whole would have been obvious at the time
the invention was made to a person having
ordinary skill in the art to which said subject matter
pertains.
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¥ Obviousness

* |n order to achieve the fundamental purpose
of the patent system — to promote progress —

an invention must be more than merely novel
|t must be sufficiently different from what was
known before

* This concept of “sufficient difference” is called
non-obviousness or inventive step
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Obvioushess

A rejection of “Obviousness” may be
based upon either:

—Single reference; or

—Combination of references
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N Obviousness Analysis -

e Supreme Court test for applying Section 103
(Graham v. Deere, 383 US 1, 1966)

— Determine scope of claimed invention
— Determine scope and content of prior art
— Determine if there are differences

— Determine If the differences would have been
obvious

— Consider any secondary evidence of patentability
(e.g., long felt need solved; commercial success)
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Y “Prima facie” Case

e Burden-shifting mechanism — the examiner
bears the initial burden of demonstrating
unpatentability

e Applicant may rebut by persuasively showing
error in the examiner’s decision

e Examiner reevaluates, considering totality of
the record
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About USPTO

Under Secretary & Director

Patents
Trademarks
Copyrights
Policy & Law
Products & Services
Strategic Planning
How To
Inventor Support
Emergency Notices

Contact Us
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F'""I Site Overview - New Users =

UNITED STATES PATENT AND TRADEM

An Agency Of The United States Department Of Commerd

Text Only | Site Index | FAGQ | Glossary | How To Guides | eBusiness | eBiz Alerts | Mews |

Fiscal Year 2006: A Record-Breaking Year for the USPTO

Patent and trademark guality best on record in over 20 years

In Fiscal Year 2006, the Department of Commerce's United States Patent
and Trademark Office (USPTO} set new Agency records in goals related to
quality, production, electronic filing, telework, electronic processing and
hiring.

“The USPTO has spent the last four years concentrating on meeting or
exceeding objective measures, as required by the Govemment
FPerformance and Results Act of 1593 ("The Results Act™), continuing to make system-wide
process improvements, and using related metrics and measures for gauging progress,” noted
Under Secretary of Commerce for Intellectual Property Jon Dudas. °| am proud that fiscal year
2006 was a record-breaking year for the USPTO. “These records reflect the hard work and sound
decisions of more than 8,000 USPTO employees. Owver the past four years, we have focused
internally - shining a bright light on our organization, raising the bar on our metrics and measures,
and making system-wide improvements. We are now seeing the results of those efforts.”
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USPTO Website

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts eBusiness eBiz alerts News Help

Patents

Check NEWS & NOTICES for the latest Patent news, announcements and official notices
Patenting ...

Basic facts about patents

How to get a patent -0

Types of patents

Registered patent attorneys & agents &%/

You can APPLY for a patent online (EF5-Web) <

Corresponding re: patenting (rules for)
see
» Responding to office actions (§700)
» Customerrequested actions (all)
= Assignmentily of ownership (§200)
== more about assignments
Manual of Patent Examining Procedure - MPEPYE

FEES and payments
Look-up & Pay Patent Maintenance Fees §

FORMS - printable & fillable

Mailing Addresses -0

Patent Appeals & Interferences - procedures & proceedings 15
(Board of Patent Appeals and Inferferences)

Patent Prosecution Highway (120/USPTO fast-track examination):

if either the Japan Patent Office {JPO) or the USPTO rules that at least one claim in an application is patentable, an applicant may
request that the other office fast tradk the ination of c ing claims in ¢ ing applications

Searching
Patents

eBusiness
What you can do online ...

use Patent Electronic Business Center =
to file, search, check status, view documents, and more...

Help ...

<40 FAQ - questions & answers
Glossary
<40 How to search patents & more
<40 Inventor Assistance Center
Inventor Resources - Basics for new inventors
Musicians, Artists & Authors
Patents Organization Chart (org chart, advanced resources & phones)

40 PCT Help (intematicnal patenting)

Search Aids ...

= Patents OG (e0G:P) - browss recent wesks' patents
0G (Official Gazette) - r=gular & specisl fftices

Manual of Patent Classification - search tip - sfier retrisving s class listing, dlick the [8 icen for sny dlass in the
online manusal to sutomaticslly search and retrieve patents for that classification code

Search Templates desaibe search resources for the ¢ areas of science and techneolegy found in the USPTO

Inventor’s
Resources

completensss of any search.

See How to Search for more search tools

Plugins and viewers
- PDF, TIFF patent images, etc.

Patent Publication Services

<40 PTDL - depository libraries for pst

nd trademark information and genersl research assistance

SEARCH % existing patents and published applications

See eBusiness column on right for patent searches; assignment!is searches & services; e-filing: application
status & images of documents; and more online services.

Guides ...

<0 About Patents, Trademarks, Servicemarks and Copyrights
40 Guidance, tools & manuals
Policy & procedures
Advanced users: alse s=e Patent Examination Policy
Special patent mailboxes
47 Training & conferences
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Authority file - list of Patent Numbe:
Expired patents
Extended Patent Terms
Patent numbers (ranges f;
Statistics, weekly data
Withdrawn patents

'the online Image database

Resources ...

2sout Image File pers

Business methods patents
Inventor Resources
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Searching Patents

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts eBusiness eBiz alerts News Help

Patent Electronic Business Center > Patent Full-Text and Full-Page Image Databases

Issued Patents (patrr)
(full- text since 1976, full-page images since 1790)

® Quick Search
@ Advanced Search
@ Patent Number Search

@ View Patent Full-Page Images

Howr to View Patent Images

@ Status & Event History
@ Database Contents
@ Help Files

Information Applicable to Both Databases

Important Notices and Policies - Please read!
How to Access and View Full-Page Images
Problems Using the Databases?

Report Errors in Data Content
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Published Applications (appFT)
{published since 15 March 2001)

@ Quick Search
@ Advanced Search
@ Publication Number Search

@ View Publication Full-Page Images
Howy to View Published Application Images

@ Status & Event History
@ Help Files

Related USPTO Services

Tools to Help in Searching by Patent Classification
Patent Application Information Retrieval (PAIR)

Patent Assignment Database
Downloadable Published Sequence Listings
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PCT and Patent Resources

 |nventors Resources on PTO Internet site:
— http://www.uspto.gov/web/offices/com/iip/index.htm

e Searching US Patents:
— http://www.uspto.gov/patft/index.html

e Searching Foreign Patents:

— European patent databases:
e http://www.espacenet.com/access/index.en.htm

— Japanese patent database:
e http://www.ipdl.ncipi.go.jp/homepg_e.ipdl
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PCT and Patent Resources

« PCT home page on PTO Internet site:

— WWWw.uspto.gov/go/pct/

« PCT newsletter, PCT Applicant's Guide, etc.,
available on the Internet:

— www.wipo.int/pct/en/index.html

e GAO Report No. GAO-03-910 (“Experts’ Advice for
Small Businesses Seeking Foreign Patents™):

— WWW.gao.goVv

« WIPQO’s Small and Medium-Sized Enterprises
Division:
— Www.wipo.int/sme/en/
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THANK YOU

Paul.Salmon@uspto.gov
(571) 272-9300



